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The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore THOVAS, RUGAE ERO and BARRY, Admi nistrative Patent
Judges.

RUGE ERO, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection

of clainse 1-5. Cains 6-9, directed to a non-el ected

! Appellants' attendance at the oral hearing set for
March 6, 2000, was waived in the conmunication received on
February 11, 2000.
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i nvention, have been wi thdrawn from consi deration.

The clained invention relates to a video tape recorder in
whi ch absol ute track addresses are recorded in at |east sone
of a plurality of tracks on a magnetic tape. The absol ute
track address, recorded in the subcode area of the tracks,
corresponds to the distance of a track fromthe start position
of the magnetic tape. A controller initiates recording froma
track having a predeterm ned absolute track address

corresponding to a predeternm ned distance fromthe start

posi tion.
Caimlis illustrative of the invention and reads as
foll ows:

1. A video tape recorder for recording and reproducing
audi o and video signals in tracks on a magnetic tape,
conpri si ng:

means for recording and reproduci ng absol ute track
addresses in each of at |east sone of a plurality of tracks on
a magnetic tape, the absolute track address of said each of at
| east sonme of the plurality of tracks corresponding to a
di stance of said each of at |east sone of the plurality of
tracks froma start position of the nmagnetic tape, the
absol ute track addresses being increnmented or decrenented in a
predeterm ned manner with increasing track position along a
recording direction of the nagnetic tape;

the recordi ng and reproduci ng nmeans bei ng operative to
record audio and video signals in the plurality of tracks; and



Appeal No. 1997-2857
Application 08/171, 175

control neans for controlling the recording and
reproducing neans to initiate recording of the audi o and video
signals froma track having a predeterm ned absol ute track
address corresponding to a predeterm ned di stance fromthe
start position of the magnetic tape, while preventing
recordi ng of any audi o and video signals by the recording and
reproduci ng neans at any |ocation on the tape preceding the
predet erm ned absol ute track address;

the control nmeans being further operative to control the
recordi ng and reproducing neans to record at |east one
absolute track address at a position on the magnetic tape
precedi ng the predeterm ned absol ute track address.



Appeal No. 1997-2857
Application 08/171, 175

The Exam ner relies on the followng prior art:

Dujari et al. (Dujari) 4,811, 124 Mar. 07,
1989

Fi ncher et al. (Fincher) 5,341, 251 Aug.
23, 1994

(Filed Feb. 28, 1992)

Q C Devel opnent Standard (QC), “Serial Recorded Magnetic Tape
Cartridge for Information Interchange”, Quarter-lnch Cartridge
Drive Standards, Inc. Santa Barbara, California, Q C 91-43,
Revision C, pp. 1-48, (February 26, 1992).

Clainms 1-5 stand finally rejected as being drawn to an
i nadequat e di scl osure and as bei ng vague and i ndefinite under
the first and second paragraphs, respectively, of 35 U S.C. §
112. daim1l stands further finally rejected under 35 U S. C
8§ 102(e) as being anticipated by Fincher. dainms 2-5 stand
further finally rejected under 35 U . S.C. 8 103. As evidence
of obvi ousness, the Exam ner offers Fincher in view of QC
with respect to claim2, and Fincher in view of Dujari with
respect to clains 3-5.

Rat her than reiterate the argunents of Appellants and the

Exam ner, reference is nade to the Briefs? and Answers for the

2The Appeal Brief was filed January 16, 1996. In
response to the Exam ner’s Answer dated April 24, 1996, a
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respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, the argunents
in support of the rejections and the evidence of anticipation
and obvi ousness relied upon by the Exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, Appellants’ argunents
set forth in the Briefs along with the Exam ner’s rationale in
support of the rejections and argunents in rebuttal set forth
in the Exam ner’s Answers.

It is our view, after consideration of the record before
us, that the disclosure in this application describes the
clainmed invention in a manner which conplies with the
requirenents of the first paragraph of 35 U S.C. 8§ 112. W
are also of the viewthat the clains particularly point out

the invention in a manner which conplies with 35 U S.C. § 112,

Reply Brief was filed June 3, 1996, which was entered as a
result of a favorable decision on petition filed under 37 CFR
8§ 1.181. A Supplenental Exam ner’s Answer was submtted on
January 17, 1997.
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second paragraph. In addition, it is our opinion that the
di scl osure of Fincher does not fully neet the invention as
recited in claim1. Finally, we are of the conclusion that
the evidence relied upon and the level of skill in the
particular art woul d not have suggested to one of ordinary
skill in the art the invention as set forth in clains 2-5.

Accordi ngly, we reverse.
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Wth respect to the 35 U S.C. § 112, first paragraph,
rejection, we note that the Exam ner, instead of relying on
the “witten description” or “enablenment” |anguage of the
statute, has used the term nology “lack of support” in the
statenent of the rejection. Qur reviewing court has nmade it
clear that witten description and enabl enent are separate
requi renents under the first paragraph of 35 U S.C. § 112.

Vas-Cath Inc. v. Mahurkar, 935 F.2d 1555, 1560, 19 USPQ2d

1111, 1114 (Fed. Cir. 1991). The term nol ogy “lack of
support” has al so been held to inply a reliance on the witten

description requirenent of the statute. In re Hi gbee and

Jasper, 527 F.2d 1405, 1406 188 USPQ 488, 489 (CCPA 1976).

In view of the factual situation presented to us in this
instance we will interpret the Exam ner’s basis for the 35
US C 8§ 112, first paragraph rejection as reliance on the
“witten description” portion of the statute. “The function
of the description requirenent [of the first paragraph of 35
U s C

8 112] is to ensure that the inventor has possession, as of
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the filing date of the application relied on, of the specific

subject matter later clained by him” |In re Wertheim 541

F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976). "It is not
necessary that the application describe the claimlimtations
exactly, . . . but only so clearly that persons of ordinary
skill in the art will recognize fromthe disclosure that
appel l ants i nvented processes including those limtations."

Wertheim 541 F.2d at 262, 191 USPQ at 96 citing In re Snythe,

480 F.2d 1376, 1382, 178 USPQ 279, 284 (CCPA 1973).
Furthernore, the Federal G rcuit points out that "[i]t is not
necessary that the clainmed subject nmatter be described
identically, but the disclosure originally filed nust convey
to those skilled in the art that applicant had i nvented the

subject matter later clained.” In re WIder,

736 F.2d 1516, 1520, 222 USPQ 369, 372 (Fed. Cir. 1984), cert.

denied, 469 U. S. 1209 (1985), citing In re Kaslow, 707 F.2d

1366, 1375, 217 USPQ 1089, 1096 (Fed. G r. 1983).
In establishing a basis for a rejection under the witten
description requirenment of the statute, the Exam ner has the

initial burden of presenting evidence or reasons why persons
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skilled in the art would not recognize in an applicant’s

di scl osure a description of the invention defined by the
clains. Wertheim 541 F.2d at 265, 191 USPQ at 98. After
review ng the argunents of record, however, it is our opinion
that the Exam ner has not provided sufficient reasons or

evi dence to satisfy such burden.

The Exam ner asserts (Answer, pages 4 and 5) a | ack of
description of the recording of an absolute track address
signal on a tape at a position which precedes the
predet erm ned absol ute track address position. It is our
vi ew, however, that a review of Appellants’ specification
woul d reveal to the skilled artisan that such a recordi ng of
absol ute track addresses is taking place. As pointed out by
Appel lants (Brief, page 9), the specification at page 37,
lines 16-22 discloses that absolute track addresses are
recorded in subcode areas of each track along the tape to
define tape areas such as the recording servo actuating area R
and the invalid data recording area Sillustrated in Figure
25. Further, as described at pages 34 and 35 of Appellants’

specification with reference to the Figure 25 enbodi nent, the
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recordi ng process, which includes the recording of absolute
track addresses, begins at a distance L fromthe tape top with
such recording. The recording of audio and video signals,

however, is prohibited until the end of the area S or at a

di stance Le fromthe tape top, i.e. after the predeterm ned
absol ute track address position (Specification, page 35, |ines
5-22). In our view, therefore, it logically follows that

absol ute track addresses are recorded at a position on the
tape that precedes the predeterm ned absol ute track address.
It is our conclusion that, under the factual situation
presented in the present case, Appellants have satisfied the
statutory witten description requirenent because they were
clearly in possession of the invention at the time of filing
of the application. Therefore, we do not sustain the
rejection of clainms 1-5 under the first paragraph of 35 U S. C
g8 112.

Turning to a consideration of the 35 U S.C. § 112, second
paragraph, rejection of clains 1-5, we note that the general
rule is that a claimnust set out and circunscribe a

particular area with a reasonabl e degree of precision and

10
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particularity when read in light of the disclosure as it would

be by the artisan. 1n re More, 439 F.2d 1232, 1235, 169 USPQ

236, 238 (CCPA 1971). Acceptability of the claimlanguage
depends on whet her one of ordinary skill in the art would
understand what is clainmed in light of the specification.

Seattle Box Co. v. Industrial Crating & Packing, Inc., 731

F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cir. 1984).

This rejection is related to the 35 U S.C. § 112, first
par agr aph, rejection discussed supra, and involves the clarity
of the claimlanguage “absolute track address”. The Exam ner
states at page 6 of the Answer that:

This rejection will stand or fall wth the
35 U S.C 8§ 112, first paragraph rejection,

As we discussed earlier in this decision, we find no
i nadequacy in Appellants’ disclosure of “absolute track
addresses” and their recording in specified positions on the
tape. W, likewise, find no anbiguity or lack of clarity in
the use of such termnology in the clains. It is our view
that the skilled artisan, having considered the specification
inits entirety, would have no difficulty ascertaining the

scope of the invention recited in clains 1-5. Therefore, the

11
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rejection of clainms 1-5 under the second paragraph of 35
U S C § 112 is not sustained.

We next consider the rejection of independent claiml
under 35 U.S.C. §8 102(e) as being anticipated by Fincher.
Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U.S. 851 (1984).

Wth respect to independent claim1, the Exam ner
attenpts to read the various claimlimtations on the
di scl osure of Fincher (Answer, page 3, which nakes reference
to the final Ofice action mailed May 15, 1995, paper no. 11).
In particular, the Exam ner points to the illustrations in

Figures 5 and 8 and acconpanyi ng descriptions at colums 13,

12



Appeal No. 1997-2857
Application 08/171, 175

15, and 31 of Fi ncher.

13
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After careful review of the Fincher reference in |ight of
the argunents of record, we are in agreenent with Appellants’
argunents as stated in the Briefs. At the nost fundanenta
| evel , as pointed out by Appellants (Brief, page 23), there is
no disclosure in Fincher of recording or reproducing audi o or
video signals, limtations which are clearly present in claim
1. On this basis alone, the Examner’'s 35 U.S.C. § 102(e)
rejection of claim1 cannot be sustai ned.

Several other deficiencies are al so apparent from our
review of Fincher. To the extent that Fincher records
absolute track addresses at all, they are recorded in a single
| ongi tudinal track rather than “in each of at |east sone of a
plurality of tracks” as clainmed. Further, although the
Exam ner has suggested that colum 15, |ines 32-42 of Fincher
suggests the inhibiting of recording before a certain address
portion of a tape, there is no disclosure of such inhibition
being related to a predeterm ned absol ute track address as
cl ai med.

In view of the above discussion, it is our opinion that,

since all of the claimlimtations are not present in the

14
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di scl osure of Fincher, the Examner’s 35 U S.C. § 102(e)
rejection of independent claim1l can not be sustai ned.
Turning to a consideration of the Examner’s 35 U.S.C. 8§
103 rejections of claim2 as unpatentable over Fincher in view
of QC and clainms 3-5 as unpatentabl e over Fincher in view of
Dujari, we do not sustain these rejection as well. Each of
claims 2-5 are ultimtely dependent on claim1l, the
limtations of which are not disclosed by Fincher as we
determ ned in our discussion supra. Further, our review of
the disclosures of QC and Dujari reveal s nothing which would
overconme the innate deficiencies of Fincher. Accordingly,

since the Exam ner has failed to establish a prima facie case

of obvi ousness, we do not sustain the 35 U S.C. § 103
rejection of appealed clains 2-5.

I n conclusion, we have not sustained any of the
Exam ner’s rejections of the clains on appeal. Accordingly,
the Exam ner’s decision to reject clainms 1-5 is reversed.

REVERSED

15



Appeal No. 1997-2857
Application 08/171, 175

JAVES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS
AND

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge

N N N N N
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WLLIAM S. FROMVER
FROMWER, LAWRENCE & HAUG
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